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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

. Extensions of time may be available under the provisbns of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 

mailing date of this communication. -j j ♦:™k, 

- If the period for reply specified above is less than thirty (30} days, a reply within the statutory minimum of thirty {30) days will be considered tuTieV- 

. I NO ^riod for re^V b specif«d above, the max^num statutory perbd will apply and will expire SIX (6) ^^^^^^^^^^ commun„:at«n. 

- Failure to reply within the set or extended period for repV will, by statute, cause the application to become ABANDONED (35 U.S C. § 1 33|. 

- Any reply received by the Ottice later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) □ Responsive to comnnunication(s) filed on 



2a) □ This action is FINAL. 



2b) K This action is non-final, 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) B Clalm(s) M2 . - '^^^'^ "^""^'"^ application. 



4a) Of the above, ctaim(s) / 1 and 12 
5)D Claim(s) 



6)K Claim(s) 1-10 

?)□ Claim(s) 

SjD Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

Is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)0 The specification is objected to by the Examiner. 

lOD The drawing(s) filed on is/are a) □ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)^ approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) K Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)K At! b)n Some* cjD None of: 

1 . K Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received In Application No. , ■ 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau {PCT Rule 1 7.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment{s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413t Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 51 □ Notice of tnf omial Patent Application (PTO- 1 52) 

3) ^ tnfomiation Disclosure Statement(s) (PTO- 1449) Paper No{8}. 3 6) □ Other: 



U. S. Patent and Tradenrwrk Office 

PTO-326 (Rev. 04-01 ) 
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Part of Paper No. 4 
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1 . Restriction to one of the following inventions is required under 35U.S.C.121: 

I. Claims 1 1 and 12, drawn to a rubber gel, classified in class 525, subclass 326. 1 . 

II. Claims 1-10, drawn to rubber mixtures, classified in class 525, subclass 123. 

2. The inventions are distinct, each from the other because: 

Inventions of Group I and Group II are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 3rd 
paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the 
intermediate product is deemed to be usefiil as components for non-isocyanate vulcanized 
vulcanates or fillers for cellular or non-cellular synthetic resin compositions, and the inventions are 
deemed patentably distinct since there is nothing on this record to show them to be obvious 
variants. Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions anticipated by the prior art, the evidence or admission may be 
used in a rejection under 35 U.S.C. 103(a) of the other invention. 

3 . Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is piroper. 
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4. During a telephone conversation with Mr. Noland Cheung during April, 200 1 , a 
provisional election was made with traverse to prosecute the invention of Group II, claims 1-10. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 1 1 
and 12 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a request under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1 .17(i). 

6. Claims 6 and 7 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Firstly, applicants have failed to specify a basis for each of the claimed weight percent 

ranges. 

Secondly, within claim 7, the use of "preferably" renders the claim indefinite, because it is 
unclear if or to what extent the language denoted by "preferably" limits the less preferred 
language. 
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7. Claims 1-10 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly comiected, to make and/or use the 
invention. It is unclear how components (A) and (B) interact with the multifimctional isocyanate, 
when neither (A) nor (B) contain fimctional groups that will react with an isocyanate. As claimed, 
neither (A) nor (B) require the presence of such groups. 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign <:0""try or in public use 
Ir on sl in this coumry. more than one year prior to the date of application for patent .n the Un,ted States. 

. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
stt^r 02 of this title, if the differences between the subject matter sought to be patented and the Pnor art a- 
uch tSat the ubiect matter as a whole would have been obvious at the time the mvenUon was made to a per on 
halg or£^^^^ the art to which said subject matter pertains. Patentability shall not be negat.ved by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
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and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

9. Claims 1-10 are rejected under 35 U.S.C. 102(b) as anticipated by Dammann et al. ('531) 
or JP 57-212239 or JP 5-17630. 

Each reference discloses rubber mixtures comprising a solid rubber component, considered 
to meet applicants' component (B); a liquid diene rubber or halogenated butyl rubber, considered 
to meet applicants' component (A); and an isocyanate component, considered to meet applicants' 
component (C). See abstracts of the Japanese references. See abstract and columns 2 and 3 
within Dammann et al. 

10. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over DE 
19701487, in view of Dammann et al. C531) or JP 57-212239 or JP 5-17630. 

The primary reference discloses rubber mixtures comprising rubber gel and double bond 
containing rubber, wherein the mixture is useful for producing vulcanisates and molded articles. 
See abstract. Though the primary reference is silent regarding the addition of a polyisocyanate 
component to the composition, the use of polyisocyanates within rubber mixtures, comparable to 
those of the primary reference, to improve physical properties was known at the time of invention. 
This position is supported by the teachings of the secondary references. See paragraph 9. 
Therefore, in view of the teachings of the secondary references, it would have been obvious to 
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incorporate polyisocyanates within the mixture of the primary reference, so as to arrive at the 
instant invention. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (703) 308-2982. 
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R. Sergent 



June 16, 2002 



